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Disposition of Claims 

4) 13 Claim(s) 1-44 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) 13 Claim(s) 1-24 and 36-44 is/are allowed. 

6) 13 Claim(s) 25:^ is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) 0 Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner. 

10) 0 The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner, 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the con"ection is required if the drawing(s) is objected to. See 37 CFR 1121(d). 

1 1) 0 The oath or declaration is objected to by the Examiner. Note the attached Office Action or fomi PTO-152. 

Priority under 35 U.S.C. § 119 

12) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or(f). 
a)n Ail b)n Some * 0)0 None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) D Notice of References Cited (PTO-892) 4) D Interview Summary (PTO-413) 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) D Infornaation Disclosure Statenrient(s) (PTO-1449 or PTO/SB/08) 5) D Notice of Informal Patent Application (PTO-152) 

Paper No(s)/Mail Date . 6) □ Other: . 



U.S. Patent and Trademart< Office 

PTOL-326 (Rev. 1-04) 



Office Action Summary 



Part of Paper No./Mail Date 62205 



Application/Control Number: 09/896,653 Page 2 

Art Unit: 2622 

DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
fornn the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the 
United States before the invention thereof by the applicant for patent, or on an international application 
by another who has fulfilled the requirements of paragraphs (1 ), (2), and (4) of section 371 (c) of this 
title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or indirectly from an international application filed before November 29, 2000. 
Therefore, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AlPA 35 U.S.C. 102(e)). 

2. Claims 25, and 27-32 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Chui et al. (Chui) (US 6,657,702). 

With regard to claim 25, Chui discloses a method for processing and printing 
electronic images on a medium comprising the steps of: a) receiving an electronic 
image file (col 10, lines 45-51); b) associating identification information with the 
electronic image file (col 14, lines 15-20); c) generating a composite image file, wherein 
the composite image file includes the electronic image file and the identification 
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information (col 14, lines 34-38); d) printing the composite image from the composite 
image file on a medium, the composite image including an image and a first symbol, the 
first to symbol including the identification information (col 14, lines 34-38); e) extracting 
the identification information from the first symbol (col 14, lines 20-23); and f) printing 
the identification infornnation read from the first symbol on the medium (col 14, lines 34- 
38). 

With regard to claim 28, Chui also discloses wherein the identification 
information includes annotation information (col 14, lines 15-20). 

With regard to claim 29, Chui also discloses wherein the first symbol is an 
optically readable barcode (Figure 9, barcode 910, col 21, lines 40-51). 

With regard to claim 30, Chui also discloses wherein the printed identification 
information includes a second symbol (col 14, lines 15-20). 

With regard to claim 27, Chui also discloses wherein the identification information 
includes an order number and a customer number (col 14, lines 15-20). 

With regard to claim 31, Chui also discloses wherein the means for reading the 
plurality of first barcodes is an optical scanner (Figure 9, barcode 91 0, col 21 , lines 40- 
51; col 1, lines 43-48). 

With regard to claim 32, Chui also discloses wherein the means for printing the 
information is an Inkjet print-head (which reads on printing with any physical 
manifestation being printed by an Inkjet printer) (col 1, lines 58-62; col 14, lines 59-65). 
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3. Claims 25, and 33-35 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Redd et al. (Redd) (US 6,646,754). 

With regard to claim 25, Redd discloses an annotation printer apparatus (print lab 
system 600) for processing images on a medium and printing information thereon 
comprising: a) means (barcode reader 633, 636) for reading a plurality of first symbols 
existing on the medium, wherein each of the first symbols corresponds to one of a 
plurality of Images existing on the medium, the first symbol including identification 
information (col 21, lines 61-65col 26, lines 9-55); b) means (printer 622, backprinter 
634) for printing Identification information read from each of the first symbols, wherein 
the identification information read from each of the first symbols is printed proximate to 
the image and first symbol to which it corresponds (col 17, line 51 - col 18, line 15; col 
26, lines 30-36); and C) means (scheduler 608) for regulating movement of the medium 
through the apparatus to coordinate the reading of each first symbol and the printing of 
each second symbol (col 1 9, line 26 - col 20, line 33). 

With regard to claim 33, Redd also discloses wherein the means for regulating 
the movement of the medium through the apparatus includes a computer, wherein the 
computer is connected to sensors for sensing the speed the medium moves through the 
apparatus, for determining when the printing means prints the information so that the 
Information is printed proximate to the corresponding image (col 19, line 26 - col 20, 
line 33). 

With regard to claim 34, Redd also discloses wherein the means for regulating 
the movement of the medium through the apparatus further comprises: an electric motor 
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with an attached drive pulley, the speed of which is regulated by the computer based on 
the sensed speed of the medium, for motivating the medium; and a drive system 
including a plurality of pulleys, wherein a separate pulley is attached to the motor, a 
supply spool, a take-up spool, and two capstans, the pulleys driven by a plurality of 
belts attached to the drive pulley of the motor (col 25, line 43 - col 26, line 8). 

With regard to claim 35, Redd also discloses wherein the computer (computer 
system 100; 320) is adapted to communicate with a server computer via a network, for 
retrieving an annotation associated with the identification information read from the first 
bar code, the computer further adapted to cause the printing means to print the 
annotation on the medium proximate to the composite image to which is corresponds 
(col 3, lines 11-29; col 10, lines 32-49). 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claim 26 is rejected under 35 U.S.C. 103(a) as being unpatentable over Chui et 
al. (Chui) (US 6,657,702) in view of Redd et al. (Redd) (US 6,646,754). 

With regard to claim 26, Chui also discloses wherein the medium is printed, but 
it does not clearly teach that the medium is a continuous roll of photographic paper. 
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Redd discloses a system for backprinting image prints wherein the medium is a 
continuous roll of photographic paper (Figure 12, col 21, lines 38-42). 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
of the invention to have modified Chui to include the print medium being a continuous 
roll of photographic paper as taught by Redd. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to have modified Chui by the teaching 
of Redd to allow successive printing onto successive portions of a roll of print paper as 
taught by Redd in col 21, lines 38-42. 

Response to Arguments 

6. Applicant's arguments, see Amendment, filed 3/21/05, with respect to 1-24 and 
36-44 have been fully considered and are persuasive. The rejections of claims 1-24 
and 36-44 have been withdrawn. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Twyler M. Lamb whose telephone number is 571-272- 
7406. The examiner can normally be reached on Mon, Tues and Thurs 6:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L. Coles can be reached on 571-272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300, 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




^Hvyler/lvl. Lamb 
Primary Examiner 
Art Unit 2622 



